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"SWISS RE - WE MAKE THE
WORLD MORE RESILIENT" —
Trademark found not to be
misleading without a limitation of the
services to Swiss origin

In a decision of 25 May 2020, the Federal
Administrative Court held that the Swiss
word mark “SWISS RE - WE MAKE THE
WORLD MORE RESILIENT" was not mis-
leading despite its geographic content
and ordered the Swiss Institute of Intel-
lectual Property (the “Institute”) to regis-
ter the mark without limiting the services
to services of Swiss origin.

Background

If the relevant public expects a geogra-
phical indication of a trademark to indica-
te a particular origin of the claimed goods
or services, such indication is considered
as an “Indication of Source” according to
art. 47(1) Trademark Act (“TMA”). Trade-
marks containing an Indication of Source
may be registered provided they are not
misleading (art. 2(c) TMA). This means
that such a trademark can only be regis-
tered for goods or services for which the
actual origin corresponds to the Indica-
tion of Source as per arts. 48 ss. TMA.

The Institute had qualified the mark
“SWISS RE - WE MAKE THE WORLD
MORE RESILIENT" as an Indication of
Source and held that, in the course of
trademark examination, it would go bey-
ond its capacity to verify whether an Indi-
cation of Source of a service mark is cor-
rect according to art. 49 TMA. Particular-
ly, it held that the place of effective
administration according to art. 49(1)(b)
TMA - a new prerequisite incorporated
into law under the Swissness regulation
- cannot be subject to review in trade-
mark examination as this fact cannot
easily be proven and verified. In order to
exclude any likelihood of misleading, it
requested the list of services to be limi-
ted to Swiss origin. Swiss Re Ltd as the

trademark owner challenged this decisi-
on with the Federal Administrative Court.

Decision

The Federal Administrative Court held
that the relevant public —in this case
both, experts and the broad public —
would not only understand the words
“SWISS RE" as “Swiss Reinsurance” but
also know the meaning of the English
wording “We make the world more resili-
ent”. Due to the word element “Swiss” it
was of the opinion that the trademark
indicates a geographical source and con-
firmed the Institute's view that the mark
represents an Indication of Source accor-
ding to art. 47 TMA.

The Federal Administrative Court then
examined whether the Institute was in
the right to dismiss the submitted proof
in relation to the services' origin and to
request the trademark’s list of services
to be limited to a certain origin. The court
found that the extract from the commer-
cial registry does not only show that the
trademark owner has its seat in Switzer-
land but also that the majority of persons
with signatory rights are resident in Swit-
zerland. Therefore, it held that there is no
doubt as to a place of effective adminis-
tration in Switzerland. The Federal Admi-
nistrative Court concluded that the crite-
ria to be met cumulatively in accordance
with art. 49 TMA are available to exami-
nation with a justifiable effort and that
the Institute may not refuse an examina-
tion of the said criteria based on the avoi-
dance of an excessive examination effort.
Accordingly, the trademark in question
was held not to be misleading and to be
registered without any geographic limita-
tion of the services concerned.
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Comment

Although it seems questionable whether
the mark indeed represents an Indication
of Source or rather constitutes a mere
reference to a well-known business, the
final result of the decision is to be welco-
med. It produces relief for globally opera-
ting companies with registered seat in
Switzerland when protecting signs incor-
porating geographic indications thereby
using Switzerland as the starting point of
their international filings. Precautionarily
limiting the services protected by a Swiss
trademark to a Swiss origin would signi-
ficantly impact the international filing
strategy. If the trademark owner either
wants to claim the priority of the Swiss
registration or to use the Madrid system,
it would be bound by the limitation of the
services of its Swiss registration. This
would quite often cause problems when
enforcing the trademark rights outside of
Switzerland. It may not only have an
impact on the mark’'s scope of protection
but also raise difficulties in establishing
right-preserving use, particularly in si-
tuations where the trademark owner ren-
ders its services abroad through local,
affiliated companies only (which may
even be requested by national regula-
tion). In such cases, the trademark owner
would not use the mark for services of
Swiss origin and may therefore lose its
trademark rights. To avoid such a situa-
tion, the trademark owner would be
forced to file its applications (without the
geographic limitation of the services)
country by country. The Federal Adminis-
trative Court's decision, if confirmed by
the Supreme Court, will relieve globally
active Swiss trademark owners from
such a costly and ineffective procedure
and it will allow them to use the Madrid
System without limiting their services to
services of Swiss origin.
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