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In a recent decision, the Swiss Federal 
Administrative Court outlined the condi-
tions under which a trademark cancella-
tion request can be considered abusive. 
Interestingly, it found that the request 
brought by a trademark troll against 
Apple did not constitute an abuse of the 
law.

Background

On 20 April 2017, Sherlock Systems filed 
two cancellation requests against the 
two Swiss trademarks "SHERLOCK'S" 
and "SHERLOCK" owned by Apple and 
registered for software. With its decision 
of 15 April 2019, the Swiss Federal Insti-
tute of Intellectual Property (IPI) ordered 
the cancellation of the two contested 
trademarks. Apple was further ordered 
to bear the costs of the proceedings and 
to pay a compensation to Sherlock Sys-
tems for its legal fees.

Decision

On appeal, while Apple no longer main-
tained that the two attacked trademarks 
had been genuinely used, it argued that 
the cancellation requests constituted an 
abuse of the law. Sherlock Systems was 
controlled by an infamous trademark 
troll who was only interested in taking 
action against Apple in various jurisdic-
tions, but neither intended to use the 
attacked trademarks nor had the infra-
structure required to develop software. 
The Swiss proceedings had thus to be 
considered in the context of the various 
proceedings abroad.

In its decision of 23 March 2021 
(B-2627/2019), the Swiss Federal Admi-
nistrative Court held that, pursuant to the 

Swiss Trademarks Act, any person may 
file a cancellation request against a 
trademark for non-use. The reason 
underlying this provision was the public 
interest in keeping the trademark register 
clean of trademarks that are invalid 
because they have not been genuinely 
used as such trademarks constituted a 
significant uncertainty for others.

The Court further argued that in the can-
cellation proceedings before the IPI the 
applicant had to credibly show that the 
attacked trademark had not been genui-
nely used. If the applicant failed to make 
credible that the attacked trademark had 
not been genuinely used, the request 
would be dismissed without hearing the 
trademark owner. Hence, even in case of 
a large number of cancellation requests, 
the trademark owner could not be unrea-
sonably burdened thereby as action was 
only required in justified cases.

The Court concluded that no interest was 
required to file a cancellation request. 
Consequently, the IPI was correct in 
dealing with the cancellation requests 
without further verifying whether Sherlock 
Systems had a sufficient interest therein.

Nevertheless, according to the Court, a 
cancellation request may under certain 
conditions constitute an abuse of the law. 
For this to occur, however, the abuse 
must lie in the filing of the cancellation 
request itself. It is not sufficient if the 
abuse results from arguments outside 
the subject matter of the proceedings.

In the case at hand, Apple argued that 
Sherlock Systems was controlled by a 
trademark troll, had initiated numerous 
cancellation proceedings against trade-
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marks of Apple and other companies, 
and did not develop any software itself. 
However, all these arguments did not 
relate to the use of the trademarks  
attacked by the two cancellation requests. 
They were thus found to be outside of the 
subject matter of the proceedings and 
not heard by the Court. The Court there-
fore dismissed Apple's appeal.

Comment

While it is to be welcomed that the Court 
does not require the applicant to show 
an interest in his cancellation request, 
the Court's stance on the abuse of the 
law seems too restrictive. When assessing 
whether a cancellation request is abusive, 
all aspects should be considered, inclu-
ding elements outside of the subject 
matter of the proceedings. For example, 
if a cancellation request is filed solely to 
incur unnecessary costs for the owner of 
the attacked trademark, the cancellation 
proceedings are initiated for a purpose 
other than for which they were conceived, 
which should be considered abusive.

Further, the Court errs in finding that if 
the attacked trademarks had not been 
used, the request would be dismissed 
without first hearing the trademark 
owner, and that, therefore, even many 
cancellation requests could not impose a 
disproportionate burden on the trademark 
owner. Rather, under current law and 
practice, the IPI has to provide the trade-
mark owner with any cancellation request 
and set it a deadline to respond, except if 
the request is obviously inadmissible. 
Thus, even unfounded cancellation 
requests may cause a considerable  
burden for the trademark owner as it is 
required to submit a response and evi-
dence. The compensation for party costs 
will in most cases not cover all respective 
costs of the trademark owner.

Finally, the decision contrasts with 
recent case law of the Boards of Appeal 
of the European Intellectual Property 
Office, which, in a matter involving the 
same parties, recently found a revocation 
request by Sherlock Systems to be  

abusive (R 2642/2017). Ultimately, the 
decision by the Swiss Court may thus 
make Switzerland a more attractive 
venue for trademark trolls.
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