
NewsLetter
A series of recent decisions on internet domain
names has shone light on the relationship bet-
ween domain names, trademarks and company
names, and unfair competition practices. While
not all are Federal (Supreme) Court decisions and
most are narrowly based on the facts of the case,
when taken together the judgments provide 
useful guidance for future disputes. 

Trademark vs. Internet domain name
Microsoft Corporation, the operator of the “freemail”
service www.hotmail.com, sued a Swiss company
which had registered the domain name “hotmail.ch”
in August 1997. The plaintiff based its claim on the
trademark HOTMAIL, which it had filed in Switzerland
in October 1997 with a priority of April 1997. In 1998

the defendant had started a
freemail service at www.hotmail.ch.

In an unchallenged judgment of
May 2, 2000, the High Court of
Basel-Landschaft decided that the
plaintiff’s older trademark rights
had been infringed. It also ruled
that the defendant was guilty of
unfair competition practices by

using the plaintiff’s trade name thus creating a risk of
confusion between itself and the plaintiff. The defen-
dant’s argument that it expressly disclaimed any 
relationship between itself and the plaintiff on its web
site was rejected, since the risk of confusion existed
before internet users accessed the defendant’s web
site. Rather, it arose when users searched for “hotmail”
or typed the web address “www.hotmail.ch”, 
expecting to access the plaintiff’s service, and instead
arrived at the defendant’s site.

The Court prohibited further use of the plaintiff’s 
trademark and confirmed the interim orders which had
been issued to this effect. It also ordered the defendant
to assign the domain name to the plaintiff. This is an
interesting development with respect to available
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remedies, since previously it was understood that a
plaintiff could only request the cancellation of a
domain name, and could not transfer it to itself. 
However, this issue was not discussed in any depth in
the course of the proceedings.

The case is a classic example of the infringement of an
older trademark by a newer domain name which is
used in connection with products or services that are
similar or identical to those for which the trademark is
claimed. It is uncertain whether the claim would have
been accepted if the domain name had been used for
other products or services. 

Trademark vs. company name
A company named Rytz et Cie SA had registered the
trademark RYTZ. It filed a suit against another 
company, Rytz Industriebau AG, which had registered
the domain name “rytz.ch”, alleging that its trademark
rights were infringed by the use of the name “Rytz” 
on the Internet. 

The Federal Court rejected the claim in a judgement 
of February 11, 1999. The court held that in the case of
a conflict between registered company names and
trademarks, the interests of both parties must be taken
into account. Since the defendant had been using its 
company name for longer than the plaintiff, it appeared
that its use of the domain name “rytz.ch” had a 
legitimate basis and was not an attempt to exploit the
plaintiff's reputation. Accordingly, the defendant’s
interest in using its registered and established name 
as a domain name was given priority over the plaintiff’s
interest in enforcing its trademark right.

This rationale allowed the court to avoid addressing
specific issues such as whether domain names can
infringe trademarks. However, it appears clear from 
the decision that the existence of a trademark is not
always a sufficient ground to seize a domain name
from its legitimate holder.
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Geographic designation as domain name
An IT company registered the domain name “berner-
oberland.ch”. “Berner Oberland” is the geographic 
designation for the tourist region in which the holder
has its seat. The private but semi-official tourist organi-
zation of the region, Verein Berner Oberland Tourismus,
filed a suit against the holder of the domain name. It
alleged that the use of the domain name “bernerober-
land.ch” constituted an unfair competition practice 
and requested that the registration be cancelled.

In a judgement of May 2, 2000 the Federal Court
upheld the complaint. It acknowledged that a domain
name can function in a similar manner to a trademark,
name or registered name, and can accordingly infringe
these rights. “Berner Oberland” was held to be a 
geographic designation in the public domain which
may be used by any competitor, provided there is 
no risk of confusion. The court held that in light of the
region’s reputation as a tourist resort, internet users
would probably expect to find an official tourist 
organization web site at www.berneroberland.ch. The
court did not specify whether this confusion could be
avoided through the use of disclaimers on the web site,
although it held that the use of the disclaimer “spon-
sored by” was insufficient. The holder of the domain
name had reserved other regional designations as
domain names in order to transfer them to the relevant
municipalities in exchange for contracts to design their
respective web sites. The court held that the holder’s
registration of “berneroberland.ch” had an identical
motive, and that this was not a legitimate interest but
rather an unfair competition practice. The fact that 
the defendant had modified its web site to create a
portal for the region was not considered in its favour,
since it could have altered the site’s design at any time. 

The defendant’s motivation played an important part 
in the Federal Court’s decision, and the action can not
be considered as a leading case on the use of geo-
graphical or generic designations as domain names. 
It can not be deduced that geographical designations
may only be registered and used as domain names by
official organizations or government bodies.

Generic designation as domain name
A Swiss company registered the domain name “swiss-
lawyers.org” and contacted lawyers regarding 
a proposed online directory service at the address
www.swisslawyers.org. The Swiss Bar Association
(SBA) was the holder of the domain name ”swiss-
lawyers.com”, which had been registered before the

defendant’s domain name. The SBA sued on the
grounds of unfair competition.

In a decision of May 9, 2000 the Commercial Court of
Aargau rejected the request for interim relief. It held
that since the term “swisslawyers” is generic and not
distinctive, no risk of confusion can exist. The court also
rejected the contention that the defendant was guilty
of unfair competition practices by proposing to SBA
members a directory service which was almost identical
to that which the plaintiff provided for its members,
since the similarity was unavoidable and central to the
nature of the service. The plaintiff had its own domain
name, and the defendant neither prevented nor 
hindered it from engaging in its own online activities.

This decision demonstrates that the use of a generic
domain name will rarely be held to be unfair, since
generic terms lack the distinctiveness that might create
a risk of confusion.

Comment
The outcome of a case is always heavily dependent on its
circumstances. However, the Swiss courts have been
willing to grant protection to plaintiffs against the use of
their name, registered name or trademark on the Inter-
net, at least in cases where the defendant had no legiti-
mate interest of its own for holding the domain name. 


