
NewsLetter
As per 1 July 2002, the new Federal Law on Designs
of 5 October 2001 (“Design Law”) together 
with the appertaining ordinance will become
effective. This newsletter intends to give an
overview about the substantial changes in design
protection under Swiss law. The main objective 
of the revision was to adopt a modern concept 
of design protection and, at the same time, 
to maintain the obvious advantages of the appli-
cation procedure of the current law. 

Background
While remaining in force for a century, the current
design law, i.e. the Federal Law on Designs and Models
of 30 March 1900, had eventually lost much of its
effectiveness. The industry complained about insuffi-

cient legal protection of designs
and about ineffective enforcement
instruments leaving the owners of
design rights often unprotected.
The main focus of the revision was,
therefore, to improve the design
protection and to strengthen the
position of the owner of design
rights. By adopting the new law,

Switzerland will be able to ratify the 1999 version of
the Hague Agreement Concerning the International
Deposit of Industrial Designs. The intention to establish
new and modern Swiss design legislation is reflected 
in the name of the law. It is the first time in the history
of Swiss legislation that a Federal law will bear an 
English term in its official name (“Designgesetz”). 

Extended Period for Design Protection 
Under the current law, designs were protected for a
maximum protection period of 15 years. This was 
considered to be too short and caused many owners 
of designs to rather seek trademark protection than
design protection for their designs. The Design Law 
will extend the maximum protection period from 15 to
25 years by offering five protection periods of five years
each (Art.5 Design Law). The new law will automatically
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apply to “old” designs that were registered before 
1 July 2002. One of the main effects is that owners of
old design rights can benefit from the extension of 
the maximum protection period. Owners of a design
registered under current law are allowed by the new
Design Law to apply for an extension of the protection
period.

Designs Protected
According to the definition of a design in Art.1 Design
Law, any “shapes of products, parts of products which
are especially characterised by the combination of
lines, by their surface or by colours or by the material
used” qualify for design protection. Art.1 of the Design
Law practically adopts the design definition of the
European Directive 98/71/EC of 13 October 1998 and
of the European Ordinance No 6/2002 of 12 December
2001. The wording of the legal definition allows, in
principle, the protection of all tangible features of a
given shape.

Requirements for Protection
The law provides for two requirements: Novelty 
(so-called formal novelty) and originality (so-called 
substantive novelty). Novelty means that the design
must be new at the time of the deposit or of the 
priority of the design. If an identical design was 
disclosed to the public prior to the date of the deposit
or to the priority, the design will be deemed not new.
Originality, the second requirement, means that the
overall impression of a design must be substantially 
different from a design already known to the public.
The registration authority, the Swiss Institute of 
Intellectual Property (the “Institute”), does not 
examine the novelty in the application procedure. 
The lack of novelty can, however, be a defence in 
court if the owner of a design files a lawsuit for
infringement.

Application Procedure
The Design Law maintains the proven concept of the
current law and introduces a number of instruments to
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facilitate the application formalities, for instance the
possibility to communicate with the Institute by using
electronic media. One of the most remarkable changes,
which replaces the “sealed deposit” of the current 
law, is the right to request a postponement of the 
publication of the design. The publication can be 
postponed up to 30 months from the date of deposit
or from the priority date. 

Scope of Protection
In the past, the scope of protection of a registered
design was practically limited to identical designs. The
scope of protection as defined in Art. 8 Design Law
suggests that the protection of a design will be extended
and shall protect a design against designs, which show
the same characteristic elements and, therefore, have
the same overall appearance as a registered design.
The wording of Art. 8 of the Design Law gives reason 
to believe that the question as to whether a design
infringes an existing prior design will be dealt with by 
a new approach. However, it is premature to predict
how the courts will interpret Art. 8 and to what extent
it will protect the owner of a design from infringement
by similar designs.

Rights Conferred to the Owner of a Design
The exclusivity resulting from the legal protection 
confers to the owner of a design the exclusive right to
exploit the design commercially (i.e. commercial use 
as opposed to private use). Art. 9 of Design Law 
enumerates in a non-exhaustive way the following
rights of the owner of a design: the right to produce, 
to stock, to offer, to market, to import, to export, to
transport the design and, for these purposes, even the
right to possess the design.

Design as an Asset
The new law acknowledges that a design is valued as
an asset, which can be subject to rights and obligations.
The concept is not new in legislation on intellectual
property (“IP”) since it has already been implemented
in the Swiss Trademark Law of 28 August 1992. Hence,
owners of design rights will be able to assign their
rights in whole or in part (Art.14 Design Law), give
exclusive or non-exclusive licences (Art.15 Design Law)
and encumber the design with a pledge (Art.16 Design
Law). Moreover, the design of an owner or holder in
bankruptcy is, like other assets, subject to the bank-
ruptcy proceedings.

Licensee’s Right to Sue for Design Infringement
So far, Swiss IP legislation did not answer the question
whether a licensee had the right to independently sue
for infringement. The issue of a licensee’s right to bring
an infringement lawsuit independent of the licensor
has been addressed in several court decisions relating
to patent and trademark conflicts. These decisions
focus on the wording of the licence agreement that
controls the relationship between licensor and licensee
and rulings were made on a case-by-case basis.

For the first time in the history of Swiss IP legislation,
the Design Law expressly permits the exclusive licensee
to file a claim for infringement independent from the
licensor provided, however, that the licence agreement
does not expressly exclude the licensee from doing so
(Art. 34 alinea 4 Design Law). As a consequence of the
new law, when drafting a design licence agreement,
the question of the right of the licensee to sue must be
addressed, especially by the licensor where he wishes
not to convey this right. Since the Design Law will apply
to “old” designs as well, it is advisable to even modify
existing licence agreements when the licensor wants to
deny the licensee the right to sue somebody for an
infringement.


